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Control No. Patent Under Reexamination
Notice of Intent to Issue 90/006,831 5838906
Ex Parte Reexamination Certificate Examiner Art Unit
St. John Courtenay Il 3992

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- -

1. X] Prosecution on the merits is (or remains) closed in this ex parte reexamination proceeding. This proceeding is
subject to reopening at the initiative of the Office or upon petition. Cf. 37 CFR 1.313(a). A Certificate will be
issued in view of
(@ Patent owner's communication(s) filed: 12 October 2004.

(b) [J Patent owner’s late response filed:

(c) [ Patent owner's failure to file an appropriate response to the Office action mailed:
d) [J Patent owner’s failure to timely file an Appeal Brief (37 CFR 41.31).

(e) J Other:

Status of Ex Parte Reexamination:

(f) Change in the Specification: [] Yes []No
(g) Change in the Drawing(s): (] Yes [J No
(h) Status of the Claim(s):

(1) Patent claim(s) confirmed: 1-10.

(2) Patent claim(s) amended (including dependent on amended claim(s)):
(3) Patent claim(s) cancelled:

(4) Newly presented claim(s) patentable:

(5) Newly presented cancelled claims:

2. [X] Note the attached statement of reasons for patentability and/or confirmation. Any comments considered
necessary by patent owner regarding reasons for patentability and/or confirmation must be submitted promptly
to avoid processing delays. Such submlsswn( ) should be labeled: “Comments On Statement of Reasons for
Patentability and/or Confirmation.”

3. X] Note attached NOTICE OF REFERENCES CITED (PT0-892).
4. Note attached LIST OF REFERENCES CITED (PTO-1449 or PTO/SB/08).

5. [] The drawing correction request filed on is: [Japproved [ disapproved.

6.0 Acknowledgment is made of the priority claim under 35 U.S.C. § 119(a)-(d) or (f).
a)lJAl b)[JSome* ¢)[]None of the certified copies have

] been received.

[] not been received.

[] been filed in Application No. .

[ ] been filed in reexamination Control No.

(] been received by the International Bureau in PCT Application No.

* Certified copies not received: ____
7. [ Note attached Examiner’'s Amendment.
8. (X Note attached Interview Summary (PTO-474).
9.(J other: ____.
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pR.MAnv EXANINGR

St. John Courtenay Il
Primary Examiner
Art Unit: 3992

cc. Requester (if third party requester)

.U.S. Patent and Trademark Office :
PTOL-469 (Rev.9-04) Notice of Intent to Issue Ex Parte Reexamination Certificate Part of Paper No 20050823




Control No. Patent Under Reexamination
Ex Parte Reexamination Interview Summary | 90/006,831 5838906

Examiner Art Unit

St. John Courtenay il 3992

All participants (USPTO personnel, patent owner, patent owner's representative):

(1) St._John Courtenay il (3) Michael D. Doyle
(2) Mark Reinhart . (4) Charles Krueger .

Date of Interview: 18 August 2005

Type: a)[] Telephonic b)[] Video Conference
c)X Personal (copy given to: 1)[] patentowner  2)[X patent owner’s representative)

Exhibit shown or demonstration conducted: d)X] Yes . e)[] No.
If Yes, brief description: Powerpoint presentation of Patent Qwner's arguments.

Agreement with respect to the claims )] was reached. g)[] was not reached. h)X] NJ/A.
Any other agreement(s) are set forth below under “Description of the general nature of what was agreed to...”

Claim(s) discussed: 1 and 6.

Identification of prior art discussed: Mosaic (APA), Berners-Lee, Raggett | & II, and Toye.

Description of the general nature of what was agreed to if an agreement was reached, or any other comments:

The Patent Owner presented a Powerpoint presentation summarizing the Patent Owner's arquments of record. The -
Examiner informed the patent owner that OPLA was reviewing the Viola code to determine if it should be considered as a
prior art publication.

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims
patentable, if available, must be attached. Also, where no copy of the amendments that would render the claims
patentable is available, a summary thereof must be attached.)

A FORMAL WRITTEN RESPONSE TO THE LAST OFFICE ACTION MUST INCLUDE PATENT OWNER'S

STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. (See MPEP § 2281). IF A RESPONSE TO THE

LAST OFFICE ACTION HAS ALREADY BEEN FILED, THEN PATENT OWNER IS GIVEN ONE MONTH FROM THIS
INTERVIEW DATE TO PROVIDE THE MANDATORY STATEMENT OF THE SUBSTANCE OF THE INTERVIEW

(37 CFR 1.560(b})). THE REQUIREMENT FOR PATENT OWNER'S STATEMENT CAN NOT BE WAIVED. EXTENSIONS
OF TIME ARE GOVERNED BY 37 CFR 1.550(c).

ST.JOHN COURTENAY i
PRIMARY EXANINER
cc: Requester (if third party requester) . Exa ner's signature, if r red

U.S. Patent and Trademark Office
PTOL-474 (Rev. 04-01) Ex Parte Reexamination Interview Summary Paper No. 20050823
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See attached “Examinér‘s Statement of Reasons for Patentability / Confirmation.”
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Examiner’s Statement of Reasons
for Patentability and/or Confirmation

The following is an Examiner's statement of reasons for patentability and/or
confirmation of the claims found patentable in this reexamination
proceeding.

Summary

At the outset, it is noted that the previous Examiner of record admitted in
making the rejection under 35 U.S.C. §103 of independent claims 1 and 6
that the cited four-way combination of the patent owner’s admitted prior art

(APA), Berners-Lee, Raggett I, and Raggett II, does not explicitly teach a
method that enables interactive processing of an object:

The combination of patentee's admitted prior art in view of Berners- Lee,
Raggett I, and Raggett II does not explicitly teach a method that ‘enables
interactive processing of said object.” The combination teaches a method that
embeds static objects, as opposed to dynamic objects, with distributed

hypermedia documents [see Office Action mailed Oct. 16, 2004, page 6, lines
18-21].

The previous Exammer then applied a fifth reference (Toye) to the
combination and asserted:

Toye on the other hand discloses a distributed hypermedia system in which a
hypermedia browser allows a user to interactively process an object
embedded within a distributed hypermedia document (See Toye: p. 40
description of NoteMail, particularly p. 40, col. 2, first paragraph).

An Examiner’s statement of reasons for confirmation and/or patentability is
set forth below in the form of a reply to the Patent Owner’s detailed
arguments of record. The Patent Owner’s arguments are shown in italics
below. In addition, the "DX37” Viola code has been considered by the PTO as
a prior art publication. The Viola code issue is addressed at the end of the
response to the Patent Owner’s detailed argument
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Examiner's Response to Patent Owner’s Detailed Argument

PART I. The establishment of a prima facie case of obviousness
requires that all the claim limitations must be taught or
suggested by the prior art. MPEP §2143.03

None of the references of the proposed combination, when
considered either individually or collectively, teach or suggest
the claimed features of the Applicants’ invention. Accordingly, a
prima facie case of obviousness has not been established,

a. There is no suggestion or teaching in either Toye, the
admitted prior art (Mosaic), Berners-Lee, Raggett I or Raggett II
of automatically invoking an external application to execute on a
client computer, when an embed text format is parsed, to
display and interactively control an object in a display window in
a hypermedia document received over a network from a network
server, being displayed in a browser-controlled window on the
client computer.

In response, the Examiner finds the Patent Owner’s argument i(a)
persuasive for at least the following reasons:

'As_acknowledged by the previous Examiner, the cited four-way combination
of the patent owner’s admitted prior art (APA), Berners-Lee, Raggett I, and
Raggett II, “does not explicitly teach a method that ‘enables interactive
processing of said object.” The combination teaches a method that embeds
static objects, as opposed to dynamic objects, with distributed hypermedia
documents” [see Office Action mailed Oct. 16, 2004, page 6, lines 18-21].

During patent examination, the pending claims must be "given their
broadest reasonable interpretation consistent with the specification." In re

Hyatt, 211 F.3d-1367, 1372, 54 USPQ2d 1664, 1667 (Fed. Cir. 2000).
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Accordingly, with respect to the scope of the claimed “interactive
processing,” the Examiner must apply the broadest reasonable interpretation
consistent with the specification. '

To be consistent with the specification, the claimed “interactive processing”

necessarily requires some capability 'of ongoing real-time manipulation and
control by the user of the object displayed within the browser-controlled

window,

In particular, the claimed “interactive processing,” when properly construed
in @ manner consistent with the specification, requires:

“Interprocess communication between the hypermedia browser and the
embedded application program is ongoing after the program object has
been launched” [see instant ‘906 patent, col. 7, lines 1-4].

Static objects disclosed by the prior art of record, such as graphical images
of mathematical formulas (see e.g., the use of the EMBED tag in Raggett I at
the bottom of page 6) are incapable of providing “interactive processing” as
required by the instant *906 claims because the application that renders the
static object terminates after the rendering step and prior to the complete
display of the web page.

With respect to prior art of record that uses colored or otherwise iden‘tiﬁable
active areas superimposed on a coordinate grid of a static image map (e.g.,
see the use of the “ismap” attribute and “<figt ” tag in Raggett I - see
"Active areas” on page 13; see also U.S. Patent 4,847,604 to Doyle), these
“map” images are created by an executable rendering application that
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generates the static “map” image and then terminates prior to the complete
display of the web page. '

The aforementioned prior art “map” images are static in the sense that the
user cannot interactively change the appearance of the “map” image, but
are also active in the sense that the user can interactively click on an-active

region or area within-the map and trigger a URL that is invoked by the Web :
browser application.

Significantly, with respect to active maps and the like, it is the browser
application (i.e., not an executable abplitation separate from the browser
'application) that makes the active areas “interactive” by waiting for user

- input, typically in the form of a mouse click [see e.g., Raggett I, page 13, 1%
sentence under “Active areas”]. |

‘Because the aforementioned prior art executable rendering applications
terminate after generating the static image, it is axiomatic that there is no
ongoing interprocess communication between the browser and the
executable application. Therefore, there is no ongoing real-time
manipulation and control by the user of the object displayed within the
browser-controlled window, as required by the instant ‘906 claims when the
claim element “interactive processing” is properly construed in a manner
consistent with the specification of the ‘906 patent.

The instant 906 patent specification makes liberal use of the term
“interactive” as being synonymous with “manipulate” and “control” in an

ongoing real-time setting:
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See ‘906 Patent, col. 6, lines 40-47:

Thus, it is desirable to have a system that allows a user at a small client
computer connected to the Internet to locate, retrieve and manipulate data
objects when the data objects are bandwidth-intensive and compute-
intensive. Further, it is desirable to allow a user to manipulate data objects
in an interactive way to provide the user with a better understanding of

information presented and to allow the user to accomplish a wider variety of
tasks. :

See ‘906 Patent, col. 6, lines 50-62:

The present invention provides a method for running embedded program objects in a
computer network environment. The method includes the steps of providing at least
one client workstation and one network server coupled to the network environment
where the network environment is a distributed hypermedia environment;
displaying, on the client workstation, a portion of a hypermedia document received
over the network from the server, where the hypermedia document includes an
embedded controllable application; and interactively controlling the
embedded controllable application from the client workstation via communication
sent over the distributed hypermedia environment. '

See 506 Patent, col. 6, lines 63-67 cont’d col. 7, lines 1-6:

The present invention allows a user at a client computer connected to a network to
locate, retrieve and manipulate objects in an interactive way. The invention not
only allows the user to use a hypermedia format to locate and retrieve program
objects, but also allows the user to interact with an application program located at a
remote computer. Interprocess communication between the hypermedia
browser and the embedded application program is ONGOING after the -
program object has been launched. The user is able to use a vast amount of
computing power beyond that which is contained in the user's client computer.

See '906 Patent, col. 9, line 66 cont'd col. 10, lines 1-16:

After application client 210 receives the multidimensional data object 216,
application client 210 executes instructions to display the multidimensional embryo
data on the display screen to a user of the client computer 200. The user is then able
to interactively operate controls to recompute different views for the image
data. In a preferred embodiment, a control window is displayed within, or adjacent
to, a window generated by browser client 208 that contains a display of hypermedia
document 212. An example-of such display is discussed below in connection with
FIG. 9. Thus, the user is able to interactively manipulate a multidimensional
image object by means of the present invention. In order to make application client
210 integral with displays created by browser client 208, both the browser client and
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the application client must be in communication with each other, as shown by the
arrow connecting the two within client computer 200. The manner of communication
is through an application program interface (API), discussed below.

See '906 Patent, col. 10, lines 47-56:

In the present example where a multidimensional image object representing ,
medical data for an embryo is being viewed, application server 220 could
perform much of the viewing transformation and volume rendering
calculations to allow a user to interactively view the embryo data at their
client computer display screen. In a preferred embodiment, application client
210 receives signals from a user input device at the user's client
computer 200. An example of such input would be to rotate the embryo
image from a current position to a new position from the user's point
of view. ’ '

See ‘906 Patent, col. 16, lines 18-20.

FIG. 9 is a screen display of the invention showing an interactive
application object (in this case a three dimensional image object) in a
window within a browser window. In FIG, 9, the browser is NCSA Mosaic
version 2.4. The processes VIS, Panel and VRServer work as discussed above.
FIG. 9 shows screen display 356 Mosaic window 350 containing image window
352 and a portion of a panel window 354. Note that image window 352 is
within Mosaic window 350 while panel window 354 is external to Mosaic
window 350. Another possibility is to have panel window 354 within Mosaic
window 350. By using the controls in panel window 354 the user is able
to manipulate the image within image window 352 in REAL TIME to
perform such operations as scaling, rotation, translation, color map
selection, etc.

The Examiner submits that this interpretation is reasonable and also
consistent with the interpretation that those skilled in the art would réach.
See In re Cortright, 165 F.3d 1353, 1359, 49 USPQ2d 1464, 1468 (Fed. Cir.
1999), “The broadest reasonable interpretation of the claims must also be

consistent with the interpretation that those skilled in the art would reach.”
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The above discussion does not mean that the use of static objects precludes
| interactivity. One may reasonably argue that the use of static graphical
images that contain superimposed active areas or sections (e.g., through the
use of the “ismap” attribute and "<figt " tag in Raggett I, supra) enable
“interactive processing” in the senée that when a user clicks the mouse over
an active area, a URL call to a server is generated by the browser; however,

this is not the same kind of “interactive processing” required by instant

claims 1 and 6 of the ‘906 patent.

In the case of the Raggett I “ismap” attribute, Raggett explicitly discloses:

“The ismap attribute causes the browser to send mouse clicks on the fiqure,
back to the server using the selected coordinate scheme” [see Raggett I,
page 13, 1% sentence under “Active areas”].

Asis clearly indicated by Raggett I, it is the browser application that

responds to the mouse click that occurs over an active region identified by a
coordinate scheme superimposed over a static graphical image. Thus, in the
case of Raggett I and active map areas in general (e.g., using the “ismap”
attribute and “<figt ” tag), it is the browser application that provides the
interactivity. |

In contrast, the instant ‘906 claims explicitly reqUire the “interactive
processing” to be enabled by an “executable application” that is a separate
application from the browser application.

The instant claimed ‘906 “executable application” that provides the claimed

“interactive processing” is invoked not in response to a user event detected
by the browser (as in the case of Raggett I, supra), but rather in response to
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the browser application parsing an “embed text format” (i.e., an “EMBED”
tag, see col. 12, line 60, ‘906 patent) that is detected within the hypermedia
document when the hypermedia document is first loaded by the browser.

Significantly, the instant claimed “interactive processing” of the ‘906 patent
begins at the moment the browser application parses an “embed text
format” detected within the hypermedia document. The web browser
invokes the claimed “executable application” immediately after an “EMBED"
tag is'parsed and. before the hypermedia document is completely displayed
in the browser-controlled window. The invoked “executable application”
enables the claimed “interactive processing.”

Instant ‘906 independent claims 1 and 6 therefore require an operative
coupling between the‘claimed “executable application” and the clainﬂed
“interactive processing” such that the claimed “interactive processing” must
be enabled by an “executable appliéatidn” that meets five eXplicitIy claimed
requirements: ‘

1. The executable application must be external to the first distributed
multimedia document.

2. The executable application must be automatically invoked by the

browser application when the “embed text format” is parsed by the
browser application.

3. The executable application must execute on the client workstation.

4. The executable application must display the object within the display
area created at the first location within the portion of the first
distributed hypermedia document being displayed in the first browser-
controlled window.
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5. The executable application must enable interactive processing of the
object within the display area created at the first location within the
portion of the first distributed hypermedia document bemg displayed
in the first browser-controlled window.

Because the admitted prior art (APA), Berners-Lee, Raggett I, and Raggett II
four-way combination displays or renders a static image and then
terminates, “interactive processing” as used in the instant claims is
precluded by the four-way combination.

As discussed supra, a proper construction of the claimed “interactive
processing” necessarily requires some capability of ongoing real-time
manipulation and control by the user that is applied to the object displayed
within the first browser-controlled window. It is axiomatic that an executable
application that terminates is incapable of providing the type of “interactive
processing” required by instant ‘906 independent claims 1 and 6.

"In particular, executable application‘requirement #5, supra, is clearly not
met by the cited four-way combination of admitted prior art (APA), Berners-
Lee, Raggett I, and Raggett I1, with respect to the operative coupling
required between the claimed “executable application” and claimed
“interactive processing.”
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THE TOYE REFERENCE

The Examiner finds the Patent Owner’s argument (as supported by the
Felten II affidavit, §§33-35) persuasive that Toye teaches the use of an
image or icon that represenfs a file or data object displayed within a
“NoteMail” page, and that the image or icon consists of a “static snapshot” of
the external content. Interactive processing is enabled only after a user
manually clicks on the “static snapshot” image to launch an external editor
program. |

Toye discloses manual selection by the user to enable ihteractivity:

“Subsequently selecting the displayed data with a mouse will restart the
original application, so that the data can be edited or updated without leaving
the notebook environment” [See Toye, p. 40, 2™ column, 2™ paragraph].

Significantly, Toye discloses functionality similar to a file manager:

“The functionality is similar to opening a file using the Macintosh Finder and
automatically invoking the appropriate application for processing that file” [p.
40, 2" column, 2" paragraph).

The Examiner concurs with the Patent Owner’s contention that no ongoing .

interaction with the data can occur unless the “appropriate application” is

manually started or restarted by the user to enable interaction with the data

displayed as a static “snapshot image” or icon within a “NoteMail” page.

The Examiner concurs that automatic invoking, as taught by Toye, is the

result of manual user selection with a mouse of a “static snapshot” image
that automatically launches the “appropriate application” to edit the data

object. This approach appears to be similar to fhe method employed by

conventional file manager programs that implement file type association to
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invoke the appropriate application when the user clicks on the filename or
file icon.

Accordingly, the Examiner concurs with the Patent Owner that Toye teaches
away from automatic invocation of an external application when a document
is parsed to enable interactive processing of the object, and instead teaches

that an object must be selected by a mouse to invoke an application to
enable interactive processing.

b. There is no suggestion or teaching in either Toye, the
admitted prior art (Mosaic), Berners-Lee, Raggett I or Raggett II
of parsing an embed text format at a first location in the
hypermedia document and displaying the object and enabling
interactive processing of the object within a display area created
at the first location within the portion of the hypermedia
document being displayed.

In response, the Examiner finds the Patent Owner’s argument I(b)

persuasive for at least the following reasons:

The Examiner concurs with the Patent Owner’s argument regarding the
Raggett I & IT EMBED tag that is located at a first location in a hypermedia
document. When the EMBED tag is parsed, a rendering application is invoked
that returns a STATIC graphital image to be displayed within the browser
window at thé first location, and then the rendering application terminates
prior to the completé display of the web page.
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Because the application terminates after rendering the graphical object, it is
~ clear that a terminated rendering application is incapable of providing the
claimed “interactive processing,” as discussed supra.

With respect to the cited Toye reference, the Examiner has considered
Professor Felton’s affidavit (“Felton II” at paragraph 38) supporting' the
Patent Owner’s contention that Toye teaches away from the proposed
combination because existing editor applications at the time of the ‘906

invention were designed to run in their own dedicated windows.

Whether Toye teaches away with respect to the superimposed display of the
‘X-server output within the “NoteMail” viewer is a close question [see Toye,
p. 40, 2" paragraph, i.e., “ahy application that displays through an X-server
can insert its output (audio, video, or graphics) dynamically onto a notebook
page through an embedded ‘virtual window.” ” ]. The question turns upon
whether the Toye "NoteMail” viewing system is equivalent to the browser
claimed in the ‘906 patent and also whether the “embedded virtual window”
disclosed by Toye is equivalent to displaying an object within a display area
of the “browser-controlled window” claimed in the '906 patent [claims 1 &
6].

As disclosed by Toye, the “NoteMail” system is a hybrid tool that combines
“the functions of an engineering notébook, hypermedia browser and
authoring environment, mail tool, and file application manager” [Toye, p. 40,
col. 1, 3 paragraph]. With respect to the first prong (i.e., whether the
Toye “NoteMail” viewing system is equivalent to the browser claimed in the

‘906 patent) reasonable afguments may be proffered on both sides.
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One might reasonably conclude that the Toye “NoteMail” system is a
specialized hypermedia browser, i.e., a species of the genus of hypermedia
browsers. "A generic claim cannot be allowed to an applicant if the prior art
discloses a species falling within the claimed genus." The species in that case
will anticipate the genus. In re Slayter, 276 F.2d 408, 411, 125 USPQ 345,
347 (CCPA 1960); In re Gosteli, 872 F.2d 1008, 10 USPQ2d 1614 (Fed. Cir.
1989).

On the other hand, if the engineering notebook, authoring énvironment, mail
tool, and file épplication manager functions are the dominant functions of
the Toye “NoteMail” viewer, then one could reasonably argue that Toye does
" not teach the hypermedia browser required by the instant ‘906 claims when
the claims are properly interpreted by applying the broadest reasonable
interpretation consistent with the specification. However, the issue of how

the instant '906 “hypermedia browser” is construed is not dispositive.

The second prong of inquiry is also a close question, i.e., whether the
“embedded virtual window” disclosed by Toye is equivalent to displaying an
object at a first location within the display area of the “browser-controlied
window” as claimed in the '906 patent. Toye provides further insight
regarding the implementation of the “embedded virtual window” by explicitly
citing the MediaMosaic article [see Toye, p. 40, col. 2, 3" paragraph, i.e.,
“We are aware of only one other multimedia editor with such an
architecture, MediaMosaic (22)"]. |

While Professor Felton’s affidavit is technically correct in asserting that

existing editor applications at the time of the ‘906 invention were designed
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to run in their own dedicated windows, the “virtual window” system
disclosed in the MediaMosaic article provides further implementation details.
Accordingly, MediaMosaic has been considered by the Examiner as extrinsic
evidence to aid in the interpretation of the cited Toye reference. !

Felton II at 38 argues:
38A. Indeed, Toye teaches the use of external editor programs that have not
been modified from their standard versions. (See, e.g., Toyé at p. 40, col. 2,
first full paragraph: “any application that displays through an X-server") Such
unmodified programs are not suitable for use within an enclosing document
display,‘because the unmodified programs conventionally display menus and
button bars at the top, and other graphical elements around their edges.
External application windows with these elements on their borders cannot
naturally be displayed within a document display; at most they could be
displayed in a window area elsewhere in a windowing environment, as
discussed in the previous paragraph. To enabie a reasonable editing
experience within a document display, the applications would
have to be modified; but Toye teaches that they are not modified.

Page 136 of the MediaMosaic article reveals how embedded virtual screens
(i.e., embedded virtual windows) were implemented at the time of the Toye
reference. MediaMosaic reveals that a virtual screen is a pseudo root window
to map X clients so that a portion of their output screens can be embedded
in a document as a general media container.” Virtual screens use a “pseudo
server” that “intercepts and modifies X protocols between X clients and the X
server.” The protocol essentially “reparents clients to a designated window

! Lin, J.K., "MediaMosaic - A Multimedia Editing Environment”, Proc. 5 Annual Symposium
~on User Interface Software and Technology, Monterey CA, Nov. 15-18, 1992 (published by
ACM Press).
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instead of the root window of the real screen.” MediaMosaic creates a virtual
screen for a media client and embeds it in a document. MediaMosaic further
creates a user-movable and resizable "Viewport” (X Window) for each

~ embedded virtual screen.

The embedded virtual screen is mapped to its corresponding “Viewport”
before it is inserted into a document. Text in the document is automatically
reformatted around the inserted media displayed within the “Viewport.”
Significantly, “The mechanism used by MediaMosaic to contain general
media is to directly embed them in documents" by their original displaying
tools” [MediaMosaic, p. 138, 1 paragraph under "5 Duplicated and Full
Views].

It is reasonable to assume that Toye uses the MediaMosiac “virtual screen”
embedding method because Toye explicitly states that MediaMosaic has the
same architecture (i.e., as “"NoteMail”) [see Toye, p. 40, col. 2, §2].

Prof. Felton’s assertion that the applications would have to be modified
“because the unmodified programs conventionally display menus and button
bars at the top, and other graphical elements around their edges” [see
Felton II at 38] is contravened by the extrinsic evidence that MediaMosaic
uses the original unmodified rendering tools (i.e., the associated editing
applications) to directly embed output media in documents. MediaMosiac
simply redirects a portion of the application display output (containing the
object to be embedded) to a “virtual screen” associated with a mapped -
“Viewport.”
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MediaMosiac appears to operate by cropping out the portion of the
application display output that contains the aforementioned display menus,
button bars, and other graphical elements around the edges that are
normally displayed in the full screen mode of an editing program. Only the
embedded object of intereét is displayed within the virtual screen associated
with the mapped “Viewport” and no modification of the rendering editing
application appears to be required [e.qg., see Fig. 4, p 139].

MediaMosaic provides an alternate user-selectable full view mode for editing
embedded media, as manual resizing of a Viewport window is an awkward
way to access the full controls of an associated editing application [see Fig.
5, p. 139].

MediaMosaic therefore provides a mechanism to allow users to embed data
objects displayed by different editing applications into one document.
Significantly, the system discloéed by MediaMosaic provides the capability to
“tailor” (i.e., edit or control) the individual embedded data objects by direct
manipulation [MediaMosaic, p. 140, 1% col., §2].

MediaMosaic does enable interactive control and manipulation of objects
embedded in what arguably may be construed to be a “browser-controlled
window,” BUT ONLY AFTER USER INTERVENTION, such as by making a
selection with a mouse.

MediaMosaic explicitly discloses: “users can switch media modes by selecting

‘Full-View EdAiting’ or ‘Embedded-View Editing’ from the pull-down menu.”
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Likewise, Toye teaches that interactive processing is enabled only after a
user manually clicks on the “static snapshot” image to launch an external

editor program, as discussed supra.

Significantly, the prior art approaches of both Toye and MediaMosaic require
user intervention to launch an executable application to enable interactive
processing. In contrast, the instant ‘906 claims do not require user
intervention to launch the executable application that enables the claimed
“interactive processing.” Accordingly, for at least this reason, Toye does not
anticipate nor render obvious the instant ‘906 invention.

c. Because the claim limitations are not taught or suggested by
the cited references, the combination proposed in the rejection
would not include the limitations of claims 1 and 6.

In response, the Exami-ner finds the Patent Owner’s argument I(c)

persuasive for at least the following reasons:

To establish prima facie obviousness of a claimed invention, all the claim
limitations must be taught or suggested by the prior art. In re Royka, 490
F.2d 981, 180 USPQ 580 (CCPA 1974). "All words in a claim must be
considered in judging the'patentability of that claim against the prior art." In
re Wilson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970).

The Examiner concurs with the Patent Owner’s argument that the proposed
- five-way combination of references set forth in the last office action does not
show automatic invocation of the executable application that enables

interactive processing when the hypermedia document is parsed, as claimed.
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As persuasively argued by the Patent Owner, the proposed five-way
combination of references would “not automatically invoke an external
applicatioh to enable interactive processing within a display area of a
hypermedia document being displayed by the browser because the cited

‘ four¥way combination of Mosaic (APA), Berners-Lee, Raggett I and I
teaches that external data is rendered to a static bit map that is displayed
~ by the browser.

In ‘contrast, Toye teaches that external data is displayed as a “static -
snapshot" (i.e., representing a data object) within a NoteMail page that must
be selected by a mouse to launch an editor application in a separate
window” [see Felten II, at paragraph 47]. Thus, Toye clearly requires user,
‘intervention to enable interactive processing.

- For the aforementioned reasons, the Examiner agrees that all claim ‘
limitations are not taught nor fairly suggested by the combinatidn of cited
references. Accordingly, the combination proposed in the rejection does not
include all the limitations of claims 1 and 6 and a prima facie éase of
obviousness has not been established.

PART II. The establishment of a prima facie case of obviousness
requires that the claimed combination cannot change the
principle of operation of the primary reference or render the
reference inoperable for its intended purpose. MPEP §2143.01.
The proposed combination of Toye with the combination of
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Mosaic, Berners-Lee, Raggett I and II would change the
operation of the latter combination and render it inoperable for
its intended purpose. Accordingly, a prima facie case of
obviousness has not been established.

a. The combination proposed in the Office Action contradicts a
fundamental principle of operation of the Mosaic, Berners-Lee,
Raggett I and II combination requiring that the images, rendered
when the Raggett embed tag is parsed, be static images.

In résponse, the Examiner finds the Patent Owner's argument II(a)
persuasive for at least the following reasons:

As noted supra, the previous Exahiner of record admitted in making the
rejection}under 35 U.S.C. §103 of independent claims 1 and 6 that the cited
four-way combination of the patent owner’s admitted prior art (APA),
Berners-Leé, Raggett I, and Raggett II, “does not explicitly teach a method
that enables interactive processing of said object. The combination teaches a
method that embeds static objects, as opposed to dynamic objects, with
distributed hypermedia documents” [see Office Action mailed Oct. 16, 2004,
page 6, lines 18-21].

The Examiner concurs with the Patent Owner’s argument that the addition of
the Toye reference is a contradiction, and therefore teaches away, from the
four-way combination of the patent owner’s admitted prior art (APA),
Berners-Lee, Raggett I, and Raggett II, because, as the Patent Owner points

out, combining Toye with aforementioned four-way combination “would
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change the principle of operation of the Mosaic, Berners-Lee, Raggett I and
II combination, and render it inoperable for one of its intended purposes.

If the displayed static image of the Mosaic, Berners-Lee, Raggett I and II
combination were modified to be dynamic as suggested by the rejection,
then the intended purpose of allowing the image returned by the Raggett
rendering function to be compatible with the ‘ismap’ attribute of the “<fig ”
tag would be rendered inoperable” [see Patent Owner’s respohse, Oct. 12,
2004, page 15, last paragraph]. |

For at least the aforementioned reason, the cited Toye reference teaches
away from the four-way combination of the patent owner’s admitted prior
art (APA), Berners-Lee, Raggett I, and Raggett II.

b. The combination proposed in the Office Action would change
the Mosaic, Berners Lee, Raggett I and II combination from
being a distributed system, which is a basic principle of its
operation and an intended purpose.

In response, the Examiner finds the Patent Owner’s argument 1I(b)

persuasive for at least the following reasons:

The Patent Owner points out that f‘the Mosaic [APA], Berners-Lee, Raggett I
and II combination was designed to operate as a distributed syStem where

objects may be stored anywhere on the Internet and retrieved by utilizing a
browser application, by simply clicking on a link in a document displayed by
the browser, to access another document located anywhere on the Internet
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[see Patent Owner’s response, Oct. 12, 2004, page 16, third paragraph
from the bottom of the page].

“The Patent Owner further observes: “In contrast, Toye teaches a system for
collaborative editing of engineering documents within an engineering team,
using a single object-oriented database (DIS) to store docleents" [see
Patent Owner’s response, Oct. 12, 2004, page 16, second from last
paragraph].

The Patent Owner further concludeé that “any attempt to combine the
centralized storage of referenced objects taught by Toye with the Mosaic,
Berners-Lee, Raggett I and II combination would change the basic principle
of operation of the combination being modified. A fundamental principle of
operation and an intended purpose of the Mosaic, Berners-Lee. Raggett I
and II combination is to provide a distributed system that allows objects to
be stored anywhere on the Internet. A combination with Toye would turn
that distributed system into a centralized database system, thereby

destroying its distributed nature. Such a fundamental change teaches away
from any combination of the Mosaic, Berners-Lee, Raggett I and II

distributed system and the Toye centralized system” [see Patent Owner's
“response, Oct. 12, 2004, page 17, second from last paragraph].

The Examiner concurs with the Patent Owner that the centralized
collaborative access system disclosed by Toye teaches away from the
distributed system that allows objects to be stored anywhere on the
Internet, as taught by the four-way combination of Mosaic (APA), Berners-
Lee, Raggett I and II. The Examiner agrees that the centralized database
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approach of Toye has no applicability to the distributed sysfem of the cited
Mosaic (APA), Berners-Lee, Raggett I and II combination, and thus Toye
teaches away from the four-way combination. A prima facie case of
.obviousness may be rebutted by showing that the art, in any material
réspéct, teaches away from the claimed invention. In re Geisler, 116 F.3d
1465, 1471, 43 USPQ2d 1362, 1366 (Fed. Cir. 1997). |

The Examiner finds that the proposed 'modificétinn would render the prior art
invention being modified (i.e., the four-way combination of Mosaic (APA),
Berners-Lee, Raggett I and II) unsatisfactory for its intended purpose if
combined with Toye. The purpose of the Toye centralized collaborative

. database (i.e., “a collaborative tool for creating, viewing, and sharing
multimedia engineering documents in a network environment”, see Toye p.
40, col. 1) is distinctly different than the purpose of the cited four-way
combination browser that can access another document located anywhere on
the Internet. |

In contrast, Toye explicitly discloses: “Applications can now reside anywhere
on the Internet” as opposed to accessing documents located anywhere on
the Internet, as taught by the four-way combination of Mosaic (APA),
Berners-Lee, Raggett I and II [see Toye, p. 40, col. 2, 2“" paragraph, last
line].

Accordingly, Toye teaches away from the cited four-way combination by
rendering it unsatisfactory for its intended purpose. If a proposed
modification would render the prior art invention being modified

unsatisfactory for its intended purpose, then there is no suggestion or
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motivation to make the proposed modification. In re Gordon, 733 F.2d 900,
221 USPQ 1125 (Fed. Cir. 1984).

| Because the system of Toye relies upon a centralized collaborative database
as a fundamental principle of operation, and the four-way combination of
Mosaic (APA), Berners-Lee, Raggett I and II teaches the use of a distributed
system that allows objects to.be stored anywhere on the Internet, the '
proposed modification by Toye of the prior art (i.e., Mosaic (APA), Berners-
Lee, Raggett I and II) would clearly change the principle of operation of the
prior art invention being modified. If the proposed modification or
combination of the prior art would change the principle of operation of the
prior art invention being modiﬁed,.then the teachings of the references are
not sufficient to render the claims prima facie obvious. In re Ratti, 270 F.2d
810, 123 USPQ 349 (CCPA 1959).

. The combination proposed in the Office Action would change
the Mosaic, Berners-Lee, Raggett I and IT combination from a
system intended to give the document author control over the
user's browsing experience to a system which causes the
document author to lose that control.

In response, the Examiner finds the Patent Owner’s argument II(c)
persuasive for at least the following reasons:

As pointed out by the Patent Owner, the Toye reference teaches a system
that is appropriate for a collaborative workgroup where the participants
know and trust each ofher and where all authorized users may access and
modify the collaborative document after its creation.
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The Examiner concurs with the Patent Owner’s argument that the publish-
once/view-many paradigm that preserves the data and referential integrity
‘(i,.e.,' unidirectional links) defined by the web document author (i.e., as
taught by the four-way combination of Mosaic (APA), Berners-Lee, Raggett I
and II) is destroyed by the modification suggested by the Toye reference.

The addition of the Toye reference clearly teac_hes'away from the four-way
cdmbination of Mosaic (APA), Berners-Lee, Raggett I and II, because Toye -
renders the prior ért invention being modified unsatisfactory for its intended
purpose of presérving the data and referential integrity (i.e., unidirectional
links) defined by the web document author. If a proposed modificatidn would
render the prior art invention being modified unsatisfactory for its intended
purpose, then there is no suggestion or motivation to make the proposed
modification. In re Gordon, 733 F.2d at 900.

PART III. The obviousness rejéction is based on a false premise
and therefore reaches:a false conclusion.

a. Toye does not disclose a distributed hypermedia system in
which a hypermedia browser allows a user to interactively
process an object embedded within a distributed hypermedia
document. '
As disclosed by Toye, NoteMail “combines the functions of an engineering
notebook, hypermedia browser, and authoring envifonment, mail tool, and

file application manager” [see Toye, p. 40, col. 1].
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Toye implements a Distributed Information Service (DIS) that Toye defines
as follows:

Conceptually, DIS provides a centralized information storage and
management service for all the data associated with a design: CAD files, e-
mail messages, specifications, simulation results, and so forth. In practice,
most data remains physically under the control of the application that created
it; a persistent object is created in DIS to server as a reference pointer or
“handle” [see Toye, page 40, 2" column, 2™ from last paragraph].

However, the Patent Owner arques:
A distributed hypermedia system "is a distributed" system because data
objects that are imbedded within a document may be located on many of the
computer systems connected to the Internet.” ['906 at col. 5, lines 25-38].

The Felton II affidavit further argues:

Toye does not teach the use of a ‘distributed hypermedia environment,’ as

that term is used in the '906 claims. The environment provided by Toye is not

distributed in the sense of the *906 claims, since it relies on the centralization

of a user's document storage in one place. Toye teaches away from the use of

a distributed hypermedia environment.” (see Felton II, paragraph 25).
The above characterization in Felton II (i.e., “Toye teaches away from the
use of a distributed hypermedia environment”) is somewhat counterintuitive
because Toye teaches the use of combined functions that explicitly include
the functions of a “hypermedia browser,” and Toye also uses the term
“Distributed” in labeling the “Distributed Information Service” [see Toye, p.

40, col. 2].

It appears that the moniker “Distributed” may have been used in labeling
Toye’s "Distributed Information Service” because centralized information and
management services may be distributed to users, e.g., via “persistent
objects” that are created in DIS to serve as a reference pointers or handles
'[see Tdye, p. 40, col. 2, 2" from last paragraph].
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The Examiner does not agree with the Patent Owner’s assertion that
"NoteMail” pages are “not analogous” to Web-style hypermedia documents
[see p. 21, 4" paragraph].

Toye explicitly discloses that NoteMail “combines the functions of an
engineering notebook, hypermedia browser, and authoring environment,
mail tool, and file application manager” [see Toye, p. 40, col. 1].

Toye explicitly discloses the use of “hyper-documents” in the context of an
“Internet-wide information web”:

Messages are inserted in chronological order as pages

in an electronic design notebook". These pages can be
marked up and annotated; items of information can be
linked to related items on other pages. The result is a
personal hyper-document that captures and structures an
engineer's knowledge about a project. Selected mformatlon
can be shared by e-mailing pages to other

engineers or to a central project repository, complete with
embedded reference pointers and hyper-links. What
emerges is an Intemnet-wide information web that
documents and organizes the shared understanding of an
entire engineering team [Toye, p. 40, col. 1].

While it is clear that Toye's spatial arrangement of information items on the
“NoteMail” page is implemented with a new “Format” data type [e.g., see
Toye, p. 40, col. 2, last paragraph], and is therefore different than the prior
art Mosaic (APA), Berners-Lee, Raggett I and II combination, the Examiner
does not agree with the Patent Owner’s sweeping statement that “NoteMail”
pages are not even analogous to Web-style hypermedia documents.

However, the Examiner does find the Patent Owner’s final argument to be

persuasive and dispositive regarding argument 11I(a):
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Also, there is no téaching in Toye of interactively processing an object
embedded in a hypermedia document. Toye teaches that data displayed in a
NoteMail page must be selected via a mouse click by the user to restart an
application in order to update and edit data. The type of application described
in Toye is any application that displays through an X-server. (Toye page

40, second column, first full paragraph). There is no teaching of modifying
such an application to process an object embedded in a hypermedia
document. Further, Toye teaches that most data remains physically under the
control of the application that created it, suggesting that the data must be
processed using the normal interface for the application. [Felten 11, at
paragraphs 36-37].

The Examiner concurs because Toye teaches that data displayed in a
“NoteMail” page must be selected via a mouse click by the user to restart an
application in order to update and edit the data. Therefore, Toye teaches

away from the operative coupling between the “executable application” and
the “interactive processing” required by the instant ‘906 patent claims.

Furthermore, Toye teaches that “automatic invoking”l of the “appropriate
- application” is performed by selection, and not by parsing. Toye teaches that
notebook data is displayed as a data object or filename that must be

selected by a mouse to launch an appropriate application in a separate
window” [see Toye page 40, 2" column, paragraph 2; see also page 36, 2"

column, last paragraph, i.e., " ... ability to construct hyper-documents
containing bitmaps, video, and audio”; see also Felten II, at paragraph 47].

Significantly, Toye appears to merely disclose a conventiona! system for
invoking appropriate applications by standard prior art file association

. techniques, such as invoking the appropriate application based upon the file
extension (e.g., when the user clicks and selects a *.doc filename or
corresponding file icon and this user action automatically invokes the

appropriate word processor). See also Toye: “The functionality is similar to
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opening a file using the Macintosh Finder and automatically invoking the
appropriate application for processing that file” [p. 40, 2" column, 2™
paragraph].
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b. There is no teaching in Toye of a dynamic object that would
make obvious modifying the static image taught by the
combination of the admitted prior art (Mosaic), Berners Lee, and
Raggett I and II into a dynamic image.

In response, the Examiner finds the Patent Owner’s argument III(b)
persuasive for at least the following reasons: |

The Examiner notes that the term “dynamic object” is not explicitly used in
the Toye disciosure, nor is the term used within the instant ‘906 claims. It
appears the previous Examiner is interpreting the Toye reference to teach
the use of an embedded object that is dynamic in the sense that the
embedded object may be ihteractively changed by the user while it is being
displayed. '

The Examiner concurs and finds dispositive the Patent Owner’s argument
that the “dynamic objects” taught by Toye are “activated by the ﬁser clicking
on a static “snap shot” image or icon displayed within a NoteMail page” [see
Patent Owner’s response, received Oct. 12, 2004, p 22].

The Examiner concurs that the link between the “dynamic object” allegedly
taught by Toye and the application to process the “dynamic object” is stored
in an external centralized database, and not within the “NoteMail” page itself
(as contrasted with the use of the EMBED tag disclosed by Raggett I that

- provides the link to a rendering application, discussed supra; see Raggett I,
p. 6).
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Accordingly, Toye fails to teach or fairly suggest an ongoing real-time
modification or control by a user of a displayed bbject shown within a
browser-controlled window, as performed by an “executable application” that
is invoked by parsing an "EMBED” tag to enable “interactive processing” of
the type claimed in the ‘906 patent.

PART 1V. There is no motivation or teaching in the cited
references to combine the references to make the claimed
invention obvious.

a. The language in Toye regarding openness and flexibility" cited
~ by the examiner teaches away from a combination that would
make the claims obvious.

In response, the Examiner finds the Patent Owner’s argument Iv(a)
persuasive for at least the following reasons:

"In determining the propriety of the Patent Office case for obviousness inAthe
first instance, it is necessary to ascertain whether or not the reference
teachings would appear to be sufficient for one of ordinary skill in the
relevant art having the reference before him to make the proposed
subStitution, combination, br other modification." In re Linter, 458 F.2d
1013, 1016, 173 USPQ 560, 562 (CCPA 1972). The mere fact that
references can be combined or modified does not render the resultant
combination obvious unless the prior art also suggests the désirability of the
combination. In re Mills, 916 F.2d 680, 16 USPQ2d 1430 (Fed. Cir. 1990).
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In the rejection set forth on page 6 of the Office Action mailed Oct. 16,
2004, the previous Examiner asserts that the modification of the four-way
combination of the patent owner’s admitted prior art (APA), Bérners-Lee,
Raggett I, and Raggett II, would be motivated based upon “Toye’s teaching
that its architecture provides openness and flexibility”:

' The combination of patentee's admitted prior art in view of Berners-Lee,
Raggett I, and Raggett II does not explicitly teach a method that
‘enables interactive processing of said object.” The combination teaches
a method that embeds static objects, as opposed to dynamic objects, with

" distributed hypermedia documents.

Toye on the other hand discloses a distributed hypermedia system in which a
hypermedia browser allows a user to interactively process an object .
embedded within a distributed hypermedia document (See Toye: p. 40
description of NoteMail, particularly p. 40, col. 2, first paragraph).

It would have been readily apparent to a skilled artisan to modify the method
discussed above, combining the teachings of the admitted prior ad in view of
Berners-Lee, Raggett I, and Raggett II, by further modifying the
combination's static embedded object to be a dynamic embedded object as
taught by Toye. Such a further modification would have been apparent
based on Toye's teaching that its architecture provides openness and
flexibility (See Toye: p. 40 col. 2 second complete paragraph). ‘

- The suppdrt for the “openness and flexibility” motivation relied upon the
previous Examiner is taken from the following section of the Toye reference
[see p. 40, 2™ column, 2" and 3™ complete paragraphs]:

Another interesting feature of NoteMail is the open
architecture of its viewer. Unlike most other engiheering
notebooks and multimedia authoring environments, any
application that displays through an X-server can insert its

output (audio, video or graphics) dynamically onto a
notebook page through an embedded "virtual window”.
When a data object or file is selected for inclusion in the



Reexamination/Control Number: Page 33
90/006,831
Art Unit: 3992

noteBook, the system will automatically invoke the
appropriate application for displaying that item in the -
notebook. If the needed application is not locally resident
(a likely occurrence ih the case of MIME external body

. references), it will be located and run remotely over the
network. Subsequently selecting the displayed data with a
mouse will restart the original application, so that the data
can be edited or updated'without leaving the notebook
environment. The functionality is similar to opening a file
using the Macintosh Finder and automatically invoking the

appropriate application for processing that file. However,
applications can now reside anywhere on the Internet.

We are aware of only one other muitimedia editor with
such an architecture, MediaMosaic [22]. Other engi-
neering notebook projects, by contrast lack this openness
and flexibility. For example, the Virtual Notebook System

. [6] can display only static bitmaps; GE's Electronic design
Notebook [34], which is built on FrameMaker, can run
only those applications whose output formats are

compatible with the handful of input formats that -
FrameMaker accepts.

The Patent Owner argués: “the general and hebulous Toye language
regarding ‘openness and flexibility’ is not related to any possible motivation
to combine the refefences'f [see Patent Owner's response received Oct. 12,
2004, p. 23].
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In re’Sponse, the Examiner concurs with the Patent Owner’s contention that
the “openness and flexibility” motivation applied by the previous Examiner is
general and nebulous, for the following reasons:

“Openness and flexibility” is supported by the term “open architecture” in
- paragraph 2, supra, describing a “virtual window” for displaying the output
of any application (i.e., suggesting “flexibility”) that can display its outpUt
through an X-Server. As disclosed by Toye, “any application that displays

through an X-server can insert its output (audio, video, or graphics)
dynamically onto a nptebook page through an embedded ‘virtual window’
[see Toye, p. 40, 2™ column, paragraph 2]. Toye also teaches a “flexible”

" system in the sense that if a needed application is not Iocaliy' resident, it will
be “located and run remotely over the network” [see Toye, p. 40, 2™
“column, 2™ paragraph].

With respect to the four-way combination of Mosaic (APA), Berners-Lee, .
Raggett I and II, it is conceded that the section of Toye cited by the previous
Examiner would likely provide a motivation to a skilled artisan to modify the
four-way combination for the purpose of making it compatible, e.g., with
applications that display through an X-Window system, using an X-server.

It is also conceded that, after a user makes a manual selection of a “data
Aobj’ect or file,” Toye teaches that a local or remote editing application is
invoked that can display dynamic objects such as audio and video that may
be displayed as an embedded object within a notebook page using the
disclosed “virtual window.”
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However, there is no suggestion to modify the four-way combination to allow
a user to interactively process an object embedded within a distributed
hypermedia document in accordance with the fype of “interactive
processing” recited in claims 1 and 6 of the instant ‘906 patent.

While Toye certainly teaches that the user may select a data object or file
and “automatically invoke the appropriate application for displaying that
item in the notebook” (as typically performed using file associations in a |
conventional file manager program) such interactivity (as taught by Toye)
can only be initiated by a manual selection performed by the user (i.e., a

mouse click or other user selection, as by using a keyboard).

The manual selectioh step required by Toye defeats the purpose of the use
of an EMBED tag that is parsed to invdke an executable application, thus
teaching away from the hypothetical four-way combination of Mosaic (APA),
Berners-Lee, Raggett I and II.

In contrast, the instant ‘906 claims require fhe browser (and not the user)v to
invoke the “executable application” that in turn executes on the client

workstation to enable the claimed “interactive procéssing.”

Accordingly, the Toye reference teaching is insufficient to enable one of
ordinary skill in the relevant art having the reference before him to make the
proposed substitution, combination, or other modification.
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b. The fundamental problems solved by the Mosaic, Berners Lee,
Raggett I and II systems (HTML browser) and the Toye system
teach away from a combination that would make the claimed
invention obvious.

"To support the conclusion that the claimed invention is directed to obvious
subject matter, either the references must expressly or impliedly suggest
the claimed invention or the examiner must present a convincing line of
reasoning as to why the artisan would have found the claimed invention to
have been obvious in light of the teachings of the references." Ex parte
Clapp, 227 USPQ 972, 973 (Bd. Pat. App. & Inter. 1985).

The Mosaic (APA), Berners-Lee, Raggett I and II combination provides a
distributed system where objects may be stored anywhere on the Internet
and retrieved using a browser application, e.g., by clicking on a link in 2
document displayed by the browser to access another document located
anywhere on the Internet.

In contraSt, Toye teaches a system for collaborative editing of engineering
documents within an engineering team that uses a single object-oriented
database (DIS) to access and store documents.

The Examiner_ﬁnds the Patent Owner’s argument compelling that “the
collaborative editing techniques of Toye would be contrary to the publish-
and-view philosophy of the Internet.” Furthermore, the Examiner concurs
that “the centralized storage technique of Toye works well for highly
structured engineering design, but is contrary to the distributed nature of
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the Mosaic, Berners-Lee, Raggett I and II combination” [see Patent Owner’s
| response received Oct. 12, 2004, page 23]. '

The five-way rejection set forth in the last office action (including-the Toye
reference) fails to provide a convincing line of reasoning as to why the
artisan would have found the claimed invention to have been obvious in light
of the teachings of the references. |

While'Toye does teach dynam'ic objects (such as audio and video) that may
be displayed within the same notebook window using an overlay “virtual
window” X-Windows technique, the interactive processing (i.e., editing)
taught by Toye can only be invoked manual selection of a data object or file
by a user and is therefore not equivalent to the type of interactive |
processing claimed by the inétant ‘906 patent.

In contrast, the instant ‘906 claims require the browser (not the user) to
invoke the “executable application” that in turn executes on the client

workstation to enable the claimed “interactive processing.”

c. It is required to consider the references in their entireties, i.e.,
including those portions that would argue against obviousness.
Panduit Corp. v. Dennison Manufacturing Company, 227 USPQ
337, 345 (CAFC 1985).

The "NoteMail” tool combines the functions of an engineering notebook,
hypermedia browser and authoring environment, and a file application
manager [see Toye, p. 40, col. 1]. The “NoteMail” system is organized in a
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manner designed to provide maximum benefit to members of a collaborative
engineering team. |

For example, messages are inserted in chronological order as “NoteMail”
pages in an approach that departs from the functionality of prior art web
browsers. Prior art web browsers typically organize web page retrieval
around stored bookmarks that provide URL links to web pages (and

associated objects) that may reside anyw‘here on the Internet.

The Examiner concurs with the Patent Owner’s contention that the
“NoteMail” design (i.e., teaching restricted, collaborative access to. a
centralized database) runs counter to the intended purpose of the Mosaic
(APA), Berners-Lee, Raggett I and II hypothetical four-Way combination. The
intended purpose of the four-way combination is to provide a distributed
system that enables universal access to web pages (and associated objects)
that may be stored anywhere on the Internet.

In contrast, Toye discloses a system.that permits applications to reside
anywhere on the Internet, while collaborative, restricted access to the data
ié only permitted via a centralized database [Toye, p. 40, col. 2, paragraph
2, last line].

Accordingly, the Examiner concurs that the Toye reference teaches away
from modifying the Mosaic (APA), Berners-Lee, Raggett I and II hypothetical
four-way combination as proposed by the rejection set forth in the last office
action.
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PART V. The secondary consideration of commercial success

. further supports the conclusion of non-obviousness. The _
attached Declaration of Robert J. Dolan, Dean at the University
of Michigan Business School and Gilbert and Ruth Whitaker
professor at Michigan Business School (“"Dolan”) sets forth facts
and evidence to legally and factually establish the secondary
consideration of commercial success of the invention claimed in
claims 1 and 6 of the '906 patent.

a. There is a nexus between the claimed invention and the
commercial success.

In response to the Patent Owner’s argumént V(a), the Examiner has
reviewed the supporting "Dolan” Declaration and does not find it persuasive

“in terms of demonstrating a nexu‘s between the instant claimed ‘906
invention and commercial success. |

The “Dolan” Declaration rélies upon the alleged infringement of the '906
patent claims by Microsoft in marketing the Microsoft Internet Explorer
browser (IE). In particular, it is alleged that the “IE browser’s support for
" “plug-ins, applets, and Active X functionality incorporates the technology
claimed in claims 1 and 6 of the ‘906 patent” [See “Dolan” Declaration,
page 2].

The Patent Owner’s argument of commercial success is thus predicated on
Microsoft's infringement of the ‘906 patent as determined by a jury in the
trial at the U.S. District Court (Northern District of Illinois, Eastern Division).
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However, at the time of this writing, the litigation is still ongoing and is on
remand back to the District Court from the CAFC.

While the infringement issue is not being considered on remand from the

CAFC, the affirmative defenses of public use and inequitable conduct, if

- successful, would render the patent invalid and the issue of patent
infringement would be moot. Therefore, the PTO does not consider there to
be a final judgment on the issue of 'pate:n't infringement until all appeals have
been exhausted and the litigation has concluded. A nexus between the
claimed invention and the commercial success of the IE browser cannot be

- shown (based upon alleged patent infringement) in the absence of afinal
judgment to establish such infringement. ‘

Accordingly, the Patent Owner has not met the burden of proof required to
establish a factual and legally sufficient connection between the evidence of
commercial success and the claimed invention such that the evidence is of

probative value in the determination of nonobviousness.

b. The evidence of commercial success is commensurate with the
scope of the '906 claims.

Objective evidence of nonobviousness including commercial suécess must be
commensurate in scope with the claims. In re Tiffin, 448 F.2d 791, 171
USPQ 294 (CCPA 1971). In order to be commensurate in scope with the
claims, the commercial success must be due to claimed features, and not

due to unclaimed features. Joy Technologies Inc. v. Manbeck, 751 F. Supp.



Reexaminafion/ControI Number: Page 41
90/006,831
Art Unit: 3992

225, 229, 17 USPQ2d 1257, 1260 (D.D.C. 1990), affd, 959 F.2d 226, 228,
22 USPQ2d 1153, 1156 (Fed. Cir. 1992). |

The Patent Owner relies upon the “Dolan” Declaration (pages 6-9, numbered
paragraphs 25-41) to support the contention that the evidence of
commercial success is commensufate in scope with claims 1 and 6 of the
instant ‘906 patent. |

In response to the Patent Owner’s argument V(b), the Examiner need not
reach this issue because a nexus between the claimed invention and

- commercial success has not been established, as discussed in the response
to argument V(a), supra. A nexus between the claimed invention and the
commercial success of the IE browser cannot be shown (based upon alleged
patent infringement) in the absence of a final court judgment td establish
such infringement (i.e., until all appeals have been exhausted and the
litigation has concluded).

- The Examiner cannot reasonably address fhe issue raised by argument V(b)
without commenting on the merits of the ongoing litigation. Subject matter
‘concerning patent infringement constitutes a federal question that properly

' falls within the subject matter jurisdiction of the Federal Court system.
Subject matter concerning patent infringement is not considered by the U.S. -
Patent and Trademark Office. |
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¢. The commercial success is derived from the invention.

In response to the Patent Owner’s argument V(c), the Examiner does not
find the Patent Owner’s arguments and the associated “Dolan” Declaration
persuasive for the following reasons:

In considering evidence of commercial success, care should be taken to
determine that the commercial success alleged is d'irectly derived from the
invention claimed, in a marketplace where the consumer is free to choose on
the basis of objective principles, and that such success is not the result of
heavy promotion or advertising, shift in advertising, consumption by
purchasers normally tied to applicant or assignee, or other business events
extraneous to the merits of the claimed invention, etc. In re Mageli, 470
F.2d .1380, 176 USPQ 305 (CCPA 1973) (conclusory statements or opinions
that increased sales were due to the merits of the invention are entitled to
little weight); In re Noznick, 478 F.2d 1260, 178 USPQ 43 (CCPA 1973).

Even assuming, arguendo, that the Patent Owner has demonstrated the
required nexus between the instant claimed ‘906 invention and the
commercial success of an allegedly infringing product, the "Dolan”
Declaration fails to show that the commercial success of Microsoft’s 1E

browser was not the result of heavy promotion or advertising or other

business events extraneous to the merits of the claimed invention.

In particular, Microsoft made the IE browser available to users at little or no
cost. Microsoft also bundled the IE browser as an integral component of |

various Microsoft operating systems (e.g., Wihdows 95, 98, and Windows
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2000). Significantly, the “"Dolan” Declaration is silent regarding the issue of
free or low cost distribution of the IE browser as a factor in Microsoft’s
successful capture of market share.

In more traditional business models that involve tangible products, a rational
producer will seek to exploit a profit opportunity until the marginal cost of
the n™ unit pfoduced exceeds the marginal revenue generated from that n™
unit. However, when software is distributed over the Internet, the marginal -
cost. of each unit of downloaded software approaches zero as the number of
downloads approaches infinity. This is true because the sunk software
development costs and the reIatfver fixed cost of maintaining distribution

servers are averaged over a potentially infinite number of downloads.

Obviously, if there exists a quantifiable market demand for a given product,
the quantity of units demanded will increase as the cost per unit approaches
zero. This was likely true in the case of the Microsoft IE browser because it
was offered to the public as a free download (or merely for the cost of the
CD media plus postage and handling). -

Microsoft clearly offered the IE browser to the public at little or no cost in an
effort to gain market share over the competing Netscape browser, even
though it may also be true that Microsoft viewed the functionality of Active X
(allegedly infringing upon the ‘906 patent functionality) as giving IE an
advantage over Netscape [e.g., see “Dolan” Dedaration, page 8, paragraph
36]. In addition, such free distribution of the IE browser clearly promoted
and helped to advertise Microsoft's main operating system and application
software products.
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Because Microsoft made the IE browser available to the public at little or no
cost, the past distribution of IE has at least the appearance of “heavy
promotion or advertising.” While the alleged infringemént of '906
functionality may indeed have been a factor in the market success of the IE
browser, patent infringement has not been shown by a final court judgment.
Significantly, the Patent Owner has failed to address the Microsoft marketing
strategy of distributing the IE browser to the public at little or no cost.

Because Microsoft was already an established market leader with respect to
desktop operating systems and applications, the success of the IE browéer
could also be reasonably attributed to Microsoft’s extensive advertising and
pbsition as a market leader before the introduction of the allegedly infringing
product (i._e., the IE browser). See Pentec, Inc. v. Graphic Controls Corp.,
776 F.2d 309, 227 USPQ 766 (Fed. Cir. 1985) (commercial success may
have been attributable to extensive advertising and position as a market
leader béfore the introduction of the patented product).

Accofdingly, even when the facts are viewed in a light most favorable to the
Patent Owner, the Patent Owner has failed to demonstrate by a
preponderance of the evidence that the commercial success of Microsoft's IE
.browser was derived from the instant ‘906 invention.
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The Viola Code

The CAFC opinion (Docket No. 04-1234, March 2, 2005) states on page 11,
2" paragraph:

In contrast, the record indicates Wei not only demonstrated DX34 to two Sun
Microsystems engineers without a confidentiality agreement (on May 7,
1993), but only twenty-four days later (on May 31, 1993) posted DX37 on a
publicly-accessible Internet site and notified a_Sun_Microsystems engineer
that DX37 was available for downloading.

The *906 invention was reduced to practice no later than January, 27,‘ 1994
when it was presented on that date to a conference “Medicine Meets Virtual
Reality I1.” 2 From the court record, it is clear that'the date of publication on
the Internet of the DX37 code (May 31, 1993) antedates the date of
reduction to practice (Jan. 27, 1994) of the '906 invention. Accordingly, the
DX37 code submitted by the Patent Owner on Dec. 30, 2003 (received by

~ the PTO on Jan 5, 2004) has been considered by the Patent and Trademark

Office as a publication that constitutes prior art for purposes of this
reexamination proceeding. :

The “Viola Code” is stored as an artifact (i.e., a CD disk) associated with the
instant Image File Wrapper (IFW) reexamination file. The contents of
artifacts are not stored as images on the PTO IFW system. The Viola code
CD contains two compfessed zip files representing "Viola Source code"
(*DX34" and “DX37"): | |

2 See “Ruling on the Defense of Inequitable Conduct”, No. 99 C 626, U.S. District Court
Northern District of Illinois, Eastern Division, page 9.
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1) viola930512.tar.gz.zip - this compressed file represents the
earlier Viola source code, also referred to as "DX34" in the
CAFC opinion (Docket no. 04-1234, March 2, 2005, see also
IFW "Reexam Notice of Court Action" dated April 11, 2005;
see especially page 11 as numbered in the printout
(corresponding to IFW page 16 of 32). The
viola930512.tar.gz.zip (i.e., "DX34") file, when unzipped,
contains 1,027 files in 35 folders consisting of 8 total
megabytes in size.

2) violaTOGO.tar.Z.zip - this compressed file represents the
later Viola source code, also referred to as "DX37" in the
CAFC opinion. The violaTOGO.tar.Z.zip (i.e., "DX37") file,
when unzipped, contains 1,030 files in 34 folders consisting of
7.7 total megabytes in size.

To conduct a thorough and comprehensive review o’f the DX37 code (1,030

files), the Examiner successfully unzipped the provided “violaTOGO.tar.Z.zip”
compressed file and indexed all DX37 files Using a commercially available

text searching program designed for such purpose. 3

In this manner, every DX37 file containing textual content (including code)
was fully and corhprehensively text searched with the resulting “hits” being
highlighted in the full-text context of each document. Several representative
Viola files are reproduced infra to clarify the scope of the Viola DX37 prior
art publication.

? The Examiner used the “dtSearch” program to index and text search all DX7 files that
contained textual content. See http://www.dtsearch.com/
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How Viola embeds Viola scripts in a hypermedia document

In particular, the file “violaApps.hmml” (contained in the “docs” directory)
illustrates how interactive applications (i.e., actually Viola scripts) are
embedded in a Viola hypermedia document as designated by a matched pair
of <VOBJF> and </VOBJF> tags that specify a Viola script that is used to
generate the embedded object, as shown below:

<VOBJF> ../apps/clock.v </VOBJF>

When the Viola hypermedia browser parses the hypermedia document (e.g.,
- “violaApps.hmml“, denoting a hypermedia document written in Hyper Media
Markup Language) and encounters the matched pair'<VOBJF> and
</VOBJF> tags, the brbwser then retrieves the Viola script “clock.v” from
the directory location specified by the directory path (i.e., ../apps/ ).

Significantly, the Viola script “clock.v” is INTERPRETED to embed an
interactive application object within the same window of the Viola browser.
Each Viola script line is interpreted by translating the Viola script code (or
corresponding byte code) to native binary machine code instructions that are
executed in a sequential fashion.

The Viola documentation states: “The extension language is C-like in syntax
and is processed into byte-code for efficient interpretation” [see
“violaCh1i.hmml” in the “docs” directory]. Although the aforementioned
“clock.v” example is clearly a Viola script, it appears that an intermediate
_byte-code representation may be interpreted at runtime. In such case, the
Viola script must be compiled in advance to intermediate byte-code form.
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The “violaApps.hmml” hypermedia document file (as parsed by t.he Viola
browser) and the corresponding “clock.v” script file are shown below:

“violaApps.hmml” illustrating the use of the Viola <VOBJF> object tags
(located within the “docs” directory)

<!DOCTYPE hmml SYSTEM>

<TITLE>Test</TITLE>

<H1>List No. 5</H1>

<P> :

The <CMD>&lt;VOBJF&gt;</CMD> tag can be used to insert viola
applications.

Using this capability allows you embed in your document what you
can access or build using viola's programming, and GUIs. Of
course too much violaism reduces the portability of your document
on the World Wide Web, but anyway.

<p> ‘

Here are some examples.
<H2>Clock</H2>

<VOBJF>. ./apps/clock. v</VOBJF>
<H2>Vicon</H2>

<VOBJF>. ./apps/vicon.v</VOBJF>
<p>

This can be a handy menu to tuck away at a corner of the screen.
<H2>Query</H2>
<VOBJF>. . /apps/vwq.v</VOBJF>
<p>

This application is intended to gather user information.
<H2>Wave fun</H2>

<VOBJF>../apps/wave.v</VOBJF>

<H2>Noodle Doodles</H2>

<VOBJF>../apps/doodle.v</VOBJF>

<P>

So I was bored...

<p>

The end.

The first portion of the corresponding “clock.v” Viola script
(located in the “apps” directory)

\name {clock}

\class {vpane}

\parent {}

\width {200}

\height {210}

\children {[clock.dial clock.mesg}
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\

\name {clock.dial}

\class {XPMBG}

\parent {clock])

\script {
print ("@RERERQ clock: ");
for (i =0; i < arg[]; i++) print(argli}, ", ");
print ("\n");

switch (arg{0]) {
case "tick":

date = date();

clock.mesg ("update");

second = int{(nthWord(date, 6));
minute = int (nthWord(date, 5));
hour = int (nthWord(date, 4));

if (hour >= 12) hour = hour - 12;

secondD (second / 60.0 * 360.0) -~ 90.0;
minuteD = (minute / 60.0 * 360.0) - 90.0;
hourD = (hour / 12.0 * 360.0) - 90.0 + (minute / 60.0 * 30.0);

secondX = secondR * cos({secondD) + centerX;
secondY = secondR * sin(secondD) + centerY;
minuteX = minuteR * cos(minuteD) + centerX;
minuteY = minuteR * sin(minuteD) + centerY;
hourX = hourR * cos(hourD) + centerX;"
hourY = hourR * sin(hourD) + centerY;

if (lminuteX != minuteX) {
clearWindow() ; )
clock.dial ("render™); /* brutally redraw */
drawLine {centerX, centerY, minuteX, minuteY);
drawLine (centerX, centerY, hourX, hourY);
invertLine({centerX, centerY, lsecondX, lsecondY);
}
invertLine (centerX, centerY, lsecondX, lsecondY);
invertLine (centerX, centerY, secondX, secondY);

lsecondX = secondX;
lsecondY = secondY; .
IminuteX = minuteX;
IminuteY = minuteY;
lhourX = hourX;

lhourY = hourY;
if (view) after (1000, "clock.dial", "tick");
return;
break;
case "render":
usual () ;

for (i =1; i <=12; i =1+ 1) {
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X = letterR * cos((i / 12.0 * 360) - 90) +
centerX - 10;
y = letterR * sin{(i / 12.0 * 360) - 90) +

centerY - 5; _
drawText (x, y, i, str(i));
}
return;
break;
case "VIEW ON":
view = 1;
returh;
‘break;
case "VIEW OFF":
view = 0;
return;
break;
case "expose":
clearWindow() ; )
IminuteX = 0; /* forces redrawing */
lhourX = 0; /* forces redrawing */
break;
case "config":
usual () ;
send(self (), "resize", arg(3], argl4]);
: return;
break;
case "resize":
if (arg[l] < argl[2])
radius = arg[l]l / 2.0;

else

radius = arg[2] / 2.0;
centerX = arg[l] / 2.0;
centerY = arg[2] / 2.0;
secondR = radius * 0.95;

minuteR = radius * 0.9;
hourR = radius * 0.6;
letterR’ (radius - 9) * 0.94;

after (2000, "clock.dial", "tick");
lminuteX = 0;

/* system(concat (environVar ("VIOLA"), "/play ",
environVar ("VIOLA_DOCS"), "/cuckoo.au")):
*/
break;
}

usual () ;
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