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I N THE UNI TED STATES DI STRI CT COURT

FOR THE NORTHERN DI STRI CT OF CALI FORNI A

| MVERSI ON CORPORATI ON, No. C 02-0710 CW
Plaintiff, FI NDI NGS OF FACT
AND CONCLUSI ONS
V. OF LAW REGARDI NG
DEFENDANTS
SONY COVPUTER ENTERTAI NVENT | NEQUI TABLE
AMERI CA, I NC. and SONY COWMPUTER CONDUCT DEFENSE

ENTERTAI NMVENT, | NC. ,
Def endant s.

Plaintiff I mrersion Corporation (Imersion) is the owner of
U.S. Patent Nos. 6,275,213 (the ‘213 patent) and 6,424,333 (the
333 patent). The inventions disclosed in the patents-in-suit
address providing conplex tactile sensations to users of
i nteractive conmputer applications. |In February, 2002, |nmersion
brought clains of infringement against the Playstation video
gane systens nmade by Defendants Sony Conputer Entertai nment
America, Inc. and Sony Conputer Entertainment, Inc.
(collectively Sony). Following a notion to dismss, claim
construction and notions for summary judgnent, the case
proceeded to a jury trial on Imersion's infringement clainms and
Sony's defenses of anticipation, obviousness and i nadequate
written description. On Septenmber 21, 2004, a jury found that
| mersion’s patents were valid and infringed and awar ded

I mersion $82 mllion in damages. On January 5 and 6, 2005, the
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Court heard additional oral testinmony on Sony's defense of

I nequi tabl e conduct with respect to infringenment of the '333
patent. The specific issue before the Court is whether

I mrer si on engaged in inequitable conduct by failing to disclose
the Logitech "CyberMan" to the PTO during the prosecution of the
'333 patent. See March 2, 2004 Order Resolving Parties' Motions
for Summary Judgnment at 27-29 (finding dispute of fact on that
issue with respect to the conduct of Inmmersion founder Dr. Louis
Rosenberg). The Court now enters its findings of fact and

conclusions of law with respect to Sony's inequitable conduct

def ense.
LEGAL STANDARD
Patent applicants and their |egal representatives have a
duty to prosecute applications with candor and good faith.

Molins PLC v. Textron, Inc., 48 F.3d 1172, 1178 (Fed. Cir.
1995); 37 CF.R 8§ 1.56(a). A breach of this duty occurs when

an individual associated with filing and prosecuting a patent
application fails to disclose material information with an

intent to decei ve. Uni on Pacific Resources Co. v. Chesapeake

Energy Corp., 236 F.3d 684, 693 (Fed. Cir. 2001).

Proof of such inequitable conduct entails a two-step
anal ysis. The court nust first determ ne "whether the wthheld

references satisfy a threshold |evel of materiality,"” and next

"whet her the applicant's conduct satisfies a threshold finding
of intent to mslead." Halliburton Co. v. Schlunberger Tech.
Corp., 925 F.2d 1435, 1439 (Fed. Cir. 1991). Both materiality

and cul pabl e conduct are questions of fact, and "each nust be
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proved by clear and convincing evidence." Goodyear Tire &

Rubber Co. v. Hercules Tire & Rubber Co., 162 F.3d 1113, 1122

(Fed. Cir. 1998). Assum ng satisfaction of both thresholds, the
court balances materiality and intent; the "nore material the
om ssion, the |less cul pable the intent required, and vice

versa." Halliburton, 925 F.2d at 1439.

FI NDI NGS OF FACT
| . Background
The patents-in-suit are both entitled "Tactil e Feedback
Man- Machi ne Interface Device." The '213 and '333 patents share
an identical witten description, but have different clains.
The ' 213 patent issued on August 14, 2001. The continuation
application that resulted in the '333 patent was filed on April

18, 2001. The '333 patent issued on July 23, 2002.

The inventors of the patents-in-suit were enpl oyees of
Virtual Technol ogies, Inc. (VTl). Imersion acquired VTl in
August, 2000, along with the rights to VTI's patents.

On Cctober 4, 2001, representatives of Sony and | mersion
nmet to discuss Immersion's allegations of infringenment against
Sony, including that Sony was infringing the '213 patent. Sony
informed Imersion that it believed Imersion's patents were
invalid. Another neeting between the parties took place on
Novenber 8, 2001. At that neeting, as evidence of its
invalidity defenses, Sony showed | nnmersion the Cyberman
controller, a product produced by third-party Logitech and sold
to the public in 1993.

I n February, 2002, |Imersion sued Sony for infringement of

3
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the '213 patent. Inmmersion anended its conplaint to add
al l egations involving the '333 patent after it was issued. Sony
contends that Imrersion’s failure to disclose Cyberman to the

PTO during the '333 prosecution constituted inequitable conduct.

. Materiality.

A. CObviousness of ClaimFifteen.

Sony al |l eges that Cybernman renders asserted claimfifteen
of the '333 patent invalid as obvious when conbined with U S.
Patent No. 5,669,818 (Tr. Ex. 168, hereinafter, the Thorner '818
patent). Sony does not provide expert testinony directly on
this issue. Instead, Sony attenpts to prove its allegation
based on the testinony of |Imersion expert Dr. Robert Howe, the
testinony of Cyberman's inventor, James Barnes, and the Cyber Man
3D SW FT Suppl ement Version 1.0, the manual provided by Logitech
to gane devel opers.

Claimfifteen of the '333 patent recites a "nethod for
controlling a plurality of rotating mass actuators to provide
tactile feedback to a user providing input to a conputer
simulation.” '333 Patent 20:21-23. The Thorner '818 patent
di scl oses a "seat-based tactile sensation generator" that
provi des a video ganme player with tactile sensations that
correspond to activity in the video game. '333 Abstract. As in
claimfifteen of the '333 patent, the vibrations in Thorner '818
are generated by a plurality of rotating nass actuators.

Imrersion's validity expert, Dr. Howe, testified that every

element of claimfifteen was net in the Thorner '818 reference
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except for the limtation enabling rotation of "each of said
rotating-mass actuators . . . with a different frequency
profile." '333 Patent 20:34-35; Trial Tr. 3070:4-3072:1.' Dr.
Howe testified, and Sony does not dispute, that "different
frequency profile" means operation with a different frequency
over tinme. Trial Tr. 3072:7-14. Dr. Howe acknow edged that the
Thorner '818 patent expressly teaches changing the frequency of
actuators over tine, but testified that Thorner did not neet the
Imrersion claimlimtations because the change in frequency of
Thorner's actuators occurred "sinmultaneously, collectively, and
identically” in all of the actuators. Trial Tr. 3072:15-18.
Sony's expert, Dr. Kenneth Salisbury, opined to the
contrary that Thorner did teach the rotation of actuators with
different frequency profiles. Trial Tr. 2520:6-18. Dr.
Sal i sbury pointed to two portions of the Thorner '818
specification that appear to describe operation of actuators
with different frequencies over tinme. See '818 Patent 4:23-26
("The anplitude and frequency of the vibration is changed as the
vi deo car changes speed . . .") and 6:29-37 ("The various
commands from the host specify which of the actuators (or groups
of actuators) shall be independently energized to stimulate the
gane activity portrayed upon the conputer nmonitor . . . ."). In
rebutting this opinion, Dr. Howe testified that the
specification quotations Dr. Salisbury used to support his

opi ni on actually described two separate control circuits: (1) a

Unl ess ot herwi se specified, citations to the trial
transcripts refer to the jury trial.

5




United States District Court

For the Northern District of California

© 0O ~N oo o b~ w NP

L L i < e
N~ o o~ W N B O

[T
© o

N N DN DN DD N NN DNDDN
0o N o o b W N P O

host dependent control circuit for which "the programer can
sinply turn each notor on or off. There's no variation in the
vi bration while they're turned on," Trial Tr. 2957:1-3; and (2)
a host independent audio interpretation circuit, in which again
"all the notors are activated identically. They're all turned
on in exactly the sanme way at exactly the sane tine." Trial Tr.
2957:7-13. According to Dr. Howe, it was al so not possible,
given the exanples in the Thorner '818 patent, to use both
circuits to drive the sane notor at the same tine, and thus it
was not possible for the circuits to create the conplex tactile
sensations clainmed by Imersion's patents. Trial Tr. 1957: 24-
2960: 8.

Sony asserts that Cyberman provides the "m ssing |ink"
bet ween the Thorner '818 patent and claimfifteen of the '333
patent by showi ng how to programthe host dependent contro
circuit so that the frequency of vibration varied over tine.
Sony points to the testinony of Cyberman's inventor, Janes
Barnes, who stated that an exanple in the Cyberman manual
denonstrated that a programrer could use different on, off, and
duration values in order to create vibrations of differing
|l ength and intensity. Trial Tr. 1889:5-1891:15. M. Barnes
testified that a game devel oper could thereby create a vibration
t hat changes or varies over its duration. Trial Tr. 1894:9-24.
Sony ar gues,

Cyberman's computer conmmands are exactly as contenpl ated by

Thorner '818 and control exactly the sanme sort of

eccentric-mass actuator. Clearly, one of ordinary skill in

the art, famliar with Cyberman, woul d have understood t hat
t he "host dependent™ control system of Thorner coul d not

6
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only operate the actuators independently (as admtted by
Dr. Howe) but could also vary their speeds.

Sony's Post-Trial Brief Wth Regard to I nequitable Conduct, at
11:12-16. For the reasons expl ai ned bel ow, Sony's argunents are
concl usory and deficient.

| mrer si on argues that to the extent Cyberman teaches varied
frequency profiles, it is cunulative of other prior art cited to
the PTO, specifically U S. Patent No. 5,203,563 (the Loper '563
patent). Inmmersion points to Dr. Salisbury's testinmony that the
Loper '563 patent teaches that "the m croprocessor establishes
the speed of the rotation of the nmotor to control the anplitude
of the vibration of the handles.” Trial Tr. 2633:24- 2634:6.
Sony has not sufficiently rebutted this argunment. Dr.
Sal i sbury's testinony | acks sufficient detail to allow the Court
to draw the definite conclusion that Cyberman is cunul ati ve.
However, Dr. Salisbury's evidence does suggest that the general
concept of using a m croprocessor to vary |evels of vibration
was not a unique contribution of Cyberman. 1In its reply, Sony
fails to respond with any specificity to I nmersion' s argunent
based on Dr. Salisbury's testinony regarding Loper '563.
| nstead, Sony generally asserts that Cyberman as a whole is not
curmul ati ve of Loper '563 and Thorner '818 because the Loper
system was a self-contained arcade unit that did not disclose
the type of host-to-peripheral command contenpl ated by Thorner.
Yet Sony does not provide evidence that this difference is
necessarily relevant to the question at issue.

Furthernmore, to support M. Barnes' testinony that Cyberman
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teaches a nmethod for varying the frequency of vibrations, Sony
claims inits reply that the method used in Cyberman was the
"same" as pul se width nodul ati on, a technique Dr. Howe testified
has "been known for many, many years"” to control "all sorts of
not or applications.” Sony's Reply Brief at 2, n.1 (quoting
Trial Tr. 1976:3-4). According to Dr. Howe, pulse w dth
nodul ati on occurs by using an adjustable clock signal, by which
a programrer can change when pul ses are sent to a notor and how
far apart those pulses are. Trial Tr. 3047:25-3048:23. |If
pul se wi dth nodul ation is, as Sony argues, the "sane" technique
enpl oyed by M. Barnes in Cyberman and one that has been known
for "many, many years," then it is highly unlikely that this

aspect of Cyberman represents a material, non-cunul ative

i nvention that woul d have rendered claimfifteen of the '333
pat ent obvious. Indeed, it was Dr. Howe who testified that the
Thorner '818 patent used pul se wi dth nodul ati on, though Dr. Howe

was of the opinion that this technique could not be used by the
host - dependent circuit to achi eve actuators with different
frequency profiles.

In the alternative, to the extent that Cyberman uses either
a new application of pulse width nodul ation or a different
techni que al together, Sony has failed to provide sufficient
evidence to prove that one of ordinary skill in the art would
have understood that claimfifteen was obvious in |ight of
Cyberman and the Thorner '818 patent. To do so would have
requi red proof that one skilled in the art would have been able

to extrapolate, fromthe publicly avail able Cyberman prior art,

8
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an understandi ng of Cyberman's capabilities that was the sane as
the inventor's own understanding. M. Barnes hinself clearly
states that Cyberman could create varied frequencies. See Trial
Tr. 1869:2-1872:25. Yet M. Barnes' testinony that ganme
devel opers coul d understand this by exam nation of the SWFT
manual is vague, conclusory and uncorroborated. M. Barnes
testified that publicly sold ganes Doom and Shadowcast er
i ncluded "varying levels of vibration," and when asked whet her
he communi cated "to gane devel opers outside of Logitech the
ability to achieve varying levels of vibration with the
Cyberman," M. Barnes replied "Yes." Trial Tr. 1877:9-16; Tri al
Tr. 1878:25-1879:3. Yet this testinony could refer to the
general capability to vary the frequency of vibrations rather
than the "different frequency profiles,” i.e. varied over tine,
elenment of claimfifteen of the '333 patent. The SWFT nmanual
descri bes Cyberman's tactile feedback function as,
This function begins or ends a 'burst' of tactile feedback.
Any tactile burst in progress froma previous call to this
function is cancelled. If duration (CL) > 0, the new burst
begins i medi ately and lasts for CL*40 mIliseconds. |If CL
is 0, any prior tactile burst is term nated, and no new
burst is started.

A tactile burst consists of repeated On/Off cycles -
the tactile feedback notor is turned on for BH*S ns, then
turned off for BL*5 ns, repeating for the duration of the
bur st .

A value of O in BL or BHis interpreted to nean '5 ns.'

Tr. Ex. 170 at 12. The manual specifies the maxi mumtactile
burst duration, and the maxi nrum and m ni mum "on" and "off" tines
per cycle. 1d. The manual al so explains that the tactile

f eedback command produces "a nechani cal pulse or vibration the

user can feel, under the palmof his or her hand,"” and that

9
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there is a "ranp-up or 'kickstart' tinme of 25 ns at the

begi nni ng of every tactile feedback burst.” [d. at 22-23. The
manual descri bes an exanple in which on-time is 5 mlliseconds,
off-time is 5 mlliseconds, and the total duration is 40
mlliseconds, generating the follow ng vibration pattern:

ON 30 ns 25 ms kickstart + 5 ms on-tine, 1st cycle

OFF 5 s 5 ns off-time, 1st cycle

ON 5 s 5 nms on-tinme, 2nd cycle

OFF shut off after 40 ns tota

Id. at 23. M. Barnes testified that these commands coul d be
mani pul ated to create conplex vibrations that changed or varied
during their duration, and that he did so while working on
Cyberman. Trial Tr. 1894:13-1896:6. However, nowhere does the
SW FT manual explicitly describe, as M. Barnes did at trial,
exactly how to use these commands to create vibrations with
frequencies that differ over tine.

Sony m ght have been able to prove that the SWFT manua
did teach different frequency profiles by show ng that gane
devel opers or others exploited this alleged possibility, yet
Sony did not. In fact, the avail able evidence points in the
ot her direction. Logitech's designated Rule 30(b)(6) wtness,
David MVicar, testified that Cyberman's vibration feature "was
either an on or off thing, it vibrated or it didn't. The length
of vibration changed, but, you know, it was one -- one
frequency; you turned it on or you turned it off." MVicar Dep.
29: 25-30:3. Furthernore, M. Barnes hinmself testified that Doom
did not include frequencies that varied over tinme, but nerely a

sinple "buzz" that was either turned on or off. Trial Tr.

10
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1977:12-1978:10. M. Barnes was unable to renmenber any details
about the vibration effect in Shadowcaster. 1d. at 1979:14-17.
Sony mnimzes M. MVicar's testinony by noting that he is an
engi neer rather than a programer, and therefore his testinony
may sinply reflect his |ack of understandi ng of Cyberman's
capabilities. However, Sony has failed to point to evidence
from anyone el se, other than Cyberman's own inventor,
establishing that one skilled in the art would have known t hat
Cyberman taught varying frequency of a vibration over tine. |In
t he absence of such evidence, there is nothing in the record to
prove that a person of ordinary skill in the art would have
realized that Cyberman was capable of creating the different
frequency profiles as clainmed in the '333 patent.

Finally, it is not clear fromthe record whet her Cyber man,
even if it were non-cunul ative prior art teaching different
frequency profiles, would be the "m ssing piece" Dr. Howe
identified in conparing the Thorner '818 patent with claim
fifteen. Dr. Howe's initial opinion was that Cyberman didn't
neet the "each of said rotating-mass actuators . . . with a
di fferent frequency profile" because the Thorner rotating-nmass
actuators operated at identical frequency profiles. Dr. Howe
did testify, in response to Dr. Salisbury's critique, that the
programmer could only use the host dependent control circuit to
turn each motor on or off, not to vary the vibration over tine.
However, even if a programmer could use a technique taught by
Cyberman to vary vibration over tinme, Dr. Howe did not testify

that one skilled in the art would then understand that it was

11
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possi ble to give each actuator a different frequency profile.

In the absence of expert testinony to that effect, the Court
cannot infer that Cyberman is indeed the m ssing |ink.

B. Anticipation of Claim One.

Unlike the clainms | mrersion asserted at trial, which
di scl osed nethods for controlling a plurality of rotating nass
actuators, claimone of the '333 patent discloses a device with
a single motor. Cyberman is also a single notor device. Sony
al |l eges that Cybernman antici pated unasserted clai mone of the
'333 patent. Sony relies on the testinmny of M. Barnes and the
SW FT manual to establish the relevant facts about Cyberman and
on the testinony of Imersion infringement expert Dr. Edward
Col gate to establish relevant facts about the claimed invention,

and asks the Court to analyze the relationship between the two.

Sony's proffered evidence regarding Cyberman's all eged
anticipation of claimone suffers fromthe sane defects as
Sony' s obvi ousness claimregarding claimfifteen. One
limtation of unasserted claimone is that an activating signal
provided to the rotating mass actuator cause a tactile sensation

with "a frequency that varies over the duration of said tactile

sensation."” '333 patent 19:9-13. This is the same l[imtation
as claimfifteen's "varying frequency profiles.” Again, Sony
relies on the testinony of inventor M. Barnes and the SWFT

manual to prove its allegation. However, for the reasons
expl ai ned above, Sony has not shown evidence sufficient to prove

t hat Cyberman prior art actually discloses a "frequency that

12
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varies over the duration” of a tactile sensation.

More generally, Sony's reliance on Dr. Colgate's opinions to
support a supposedly detail ed anticipation analysis is
probl ematic. For exanple, Sony relies on Dr. Colgate's
testinony regardi ng the "pul sing” control technique, whereby
series of inpulses, depending on the rate of revolutions, could
be perceived as either an inpulse or a vibration. Trial Tr.
737:8-18. Sony then points to M. Barnes' testinony that
Cyberman is capable of responding to individual commands to
provide vibration lasting from40 mlliseconds to ten seconds,
Trial Tr. 1893:13-18, in order to prove that Cyberman neets the
"333 claimone limtation of providing the user a tactile
sensation that can be perceived as "a vibration, an inpulse and
a series of inpulses.” '333 Patent 19:7-8. However, Dr.

Colgate's testinony was clearly based on exam nation of the

| mersion patents and the Sony products, all of which were dual
not or devices. See, e.qg., Trial Tr. 737:13-15 ("If you had a
hundred revol utions, at |east, at the rates of, say, the Sony

system then it would, you know, have been a | ong enough
sensation . . ."); Trial Tr. 738 (Dr. Colgate's testinony that
he knows a vector force feels like a single inmpulse in part
because "1've played these ganes. And |I've felt these sorts of
sensations. And the effect is really very, very strong.").
Both Drs. Colgate and Salisbury testified that the fact that
Sony' s Dual shock Controllers had two notors increased the

conplexity of the sensations generated. See respectively Trial

Tr. 3140:13-15 ("the Sony system when maki ng use of two notors,

13
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i's generating significantly nore conplex vibrations than when
spi nning just one notor alone") and Trial Tr. 2446:22 (noting
that a controller with two nmotors spinning at the same time is
"a more conplex vibration"). Yet Sony provides no expert
opi nion that Dr. Colgate's analysis can neverthel ess be applied
to Cyberman. Sony's request that the Court assune that Dr.
Col gate's testinmony can be applied to a single-notor device with
a very limted range of practical application is unavailing.

C. Threshold Finding Regarding Materiality

For these reasons, Sony has failed to show by clear and
convincing evidence that Imersion's failure to cite Cyberman to
the PTO constituted om ssion of material, non-cunulative prior
art. Nonetheless, the Court also considers whether there is
cl ear and convincing evidence that | mersion, and specifically
Dr. Louis Rosenberg, intended to deceive the PTO
I[1. Intent to Deceive

Sony representatives showed Dr. Rosenberg, other senior
| mrer si on executives, and I mrersion's outside counsel a
partially di sassenbled Logitech Cyberman at the Novenmber 8, 2001
neeting. Imersion was informed that Cyberman had been on sale
and in public use as early as 1993. Sony informed | nmrersion of
its opinion that Cyberman rendered invalid Imersion's patents,
i ncluding the '213 patent, parent of the then-pending '333
patent. Sony did so by conparing the conmponents of Cyberman to
t hose of the correspondi ng Sony Pl aystation products. Bench
Trial Tr. 32:17-34:11.

Ril ey Russell, a Sony executive who was at the neeting,

14
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testified that he explained to Inmersion that Cyberman coul d
produce vi brations "conparable” to those produced by Sony's

Dual Shock controller, but later clarified that he inforned

| mrersion only that Cyberman coul d produce "short or |ong"

vi brations. Bench Trial Tr. 26:3, 31:10-11. M. Russell's
"most vivid" menories are of discussions about Cyberman's wei ght
and nmotor. Bench Trial Tr. 27:13-14. Dr. Rosenberg recalled

t hat Sony infornmed |Imersion that Cyberman coul d produce a

vi bration, but did not renmenmber any di scussion of specific types
of sensations. Bench Trial Tr. 70:18-21. Sony did not provide
Imersion with the SWFT manual, rel ated game software, or any
ot her suppl enental information about Cyber man.

At the tinme of the meeting, Dr. Rosenberg had resigned as
chair of Imersion's Board of Directors, but was continuing
part-time as Imrersion's "Intellectual Property Specialist.”
Bench Trial Tr. 75:11-76:7. He was involved in Imersion's
patent prosecution as an inventor on his own patents, and as a
consul tant on others. Bench Trial Tr. 76:21-77:4. Dr.
Rosenberg attended the Novenber 8 nmeeting because of his history
of involvenment in the interactions with Sony. Bench Trial Tr.
76:10-12. After the neeting, Dr. Rosenberg answered sone
questions fromthe Imrersion | egal team about Cybernman, but did
not hing nore, assumng that the [ egal team was "handling it."
Bench Trial Tr. 80:14-22.

Dr. Rosenberg invoked attorney-client privilege when asked
about the content of his comrunications with | nnmersion

attorneys. Dr. Rosenberg did testify that, at the time, he
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found Sony's claimthat Cyberman rendered invalid five or six of
Imersion's patents to be "a very broad statenment” and "not
credible.” Bench Trial Tr. 69:12-13. Specifically, Dr.
Rosenberg testified that he believed that all of the unique
features of Cyberman had al ready been disclosed to the PTO in

U S. Patent No. 5,589,828 (the Arnstrong '828 patent), which was
cited to the PTOin the '213 patent application. Dr

Rosenberg's belief that Cyberman was cumul ative of the Armstrong
' 828 patent was supported by the fact that Cyberman and
Armstrong ' 828 shared certain distinctive features, including a
si x-degree-of-freedom controller with a single rotating mass
actuator for creating vibration. Dr. Rosenberg's belief is
consistent with M. Barnes' testinony that Cyberman was based on
the Arnstrong technol ogy. Barnes Dep. 15-17.

Dr. Rosenberg did no detailed further investigation of
Cyberman. Bench Trial Tr. 80:23-81:5. He did not contact
Logitech to attenpt to obtain nore information about Cyber man,
such as the SWFT manual, even though he would have been in a
position to do so due to his past business relationship with
Logitech. Bench Trial Tr. 89:23-24. There is no evidence that
anyone el se at Imrersion performed an investigation of Cyberman,
t hough counsel for Imrersion stated in a January 9, 2002, letter
to Sony, "Imrersion's own investigation indicates that [the
Cyberman] has no significance whatsoever to the patents at
I ssue.” Trial Ex. 2117.

Janmes Riegel, Imersion's in-house patent attorney, was the

primary patent attorney responsible for prosecution of the '333
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patent. Trial Ex. 372; Bench Trial Tr. 208:3-6. At trial,
however, M. Riegel was unable to recollect any of the details
of that prosecution, including whether he was aware of Cybernman
or even whether he was aware of |Immersion's infringenment

al | egati ons agai nst Sony. See generally Bench Trial Tr. 208-

215. During the prosecution of the '333 patent, Immersion cited
numerous references to the PTO, but did not cite Cyberman. M.
Ri egel did advise the PTO of Imrersion's |lawsuit involving the
'333 application's parent patent. Trial Ex. 372, Paper No. 9.
M. Riegel did not renenmber if he made any inquiry of others at
| mersion as to whether there were any allegations in the
| awsuit that could be nmaterial to the prosecution of the '333
patent. Bench Trial Tr. 249:15-250:5.

In light of M. Riegel's inability to recall the prosecution
of the '333 patent, the Court infers fromthe letter from
I mmersion's counsel, and the awareness of Dr. Rosenberg, M.
Ri egel and | mrersion's outside counsel of the duty to cite all
prior art to the PTO, that Immersion did at |east consider the
materiality of Cyberman. Because Dr. Rosenberg formed an
opi ni on about Cybernman, and because he answered questions about
Cyberman, he was nost likely involved in that consideration.
Dr. Rosenberg's privilege log lists several emails with M.
Ri egel regarding the "status of patent application” sent during
the time of the prosecution of the '333 patent. Trial Ex. 1703.
Because these emnils were exchanged after the '213 patent was
i ssued and after Sony di sclosed Cyberman to | mrersion, they

clearly related to the '333 patent application. Therefore, the
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Court finds that Dr. Rosenberg was involved in the consideration
of Cyberman's materiality with respect to the '333 patent.?

Sony contends that Dr. Rosenberg's belief that Cyberman was
cunmul ati ve was not reasonabl e because the Arnstrong ' 828 patent

| acked certain elenments clainmed by the '333 patents, inter alia,

the function of producing a sensation having varying frequency
over its duration. However, as expl ained above, Sony has not
established that Cyberman had this feature either. In addition,
the primary evidence Sony offered regarding Cyberman's all eged
conpl ex vibration capability was the testinmony of the inventor,
M. Barnes, which Dr. Rosenberg could not have been expected to
find or predict. Sony spent little time discussing with

| mrersion the vibration sensation Cyberman could produce. Based
on his inpression of Cyberman, Dr. Rosenberg's belief that it
was cunul ative of prior art was reasonable. The information
Sony relies upon to establish the contrary was not actually
presented to | mrersion.

To remedy this deficiency, Sony relies on Brasseler U.S. A

|, L.P., v. Stryker Sales Corp., 267 F.3d 1370 (Fed. Cir. 2001),

in which the Federal Circuit found that patent applicants coul d
not escape a finding of inequitable conduct by virtue of their
failure to investigate potentially invalidating information. In
t hat case, however, other highly suspicious circunstances

supported the court's conclusion that the failure to investigate

2Because the Court finds that Sony has not shown clear and
convi nci ng evidence of cul pable intent, the Court need not
deci de whether Dr. Rosenberg's involvenent was substanti al
enough to give rise to a duty of candor toward the PTO
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was part of a deliberate effort to avoid discovery of such
information. For instance, faced with know edge of a potenti al
on-sal e bar event, the applicants in Brasseler created a
fictitious on-sale deadline in order to rush prosecution of the
patent. 1d. at 1377. Sony has provided no conparabl e evidence
of deceptive intent here. The failure of Dr. Rosenberg or
anyone else at Imersion further to investigate Dr. Rosenberg's
conclusions is therefore at nost negligence, and the Court will

not infer a higher level of culpability. See Halliburton, 925

F.2d at 1442 ("Gross negligence does not of itself justify an
i nference of intent to deceive").
CONCLUSI ONS OF LAW

The Court concludes that Sony has failed to neet its burden
of proof to provide clear and convincing evidence that Cyberman
nmeets the threshold of materiality or that Inmmersion acted with
an intent to deceive. Because the Court finds that these
threshold matters have not been satisfied, there is no need to
bal ance materiality and intent.

ATTORNEYS' FEES

| mrersi on urges the Court to award attorneys' fees pursuant
to 35 U S.C. 8§ 285 or 28 U S.C. § 1927, on the grounds that Sony
has pursued a frivolous defense in order to delay entry of
judgnment. Sony's reasons for pursuing its inequitable conduct
def ense may well have been strategic, given its failure to
provi de rel evant expert testinony. However, the Court does not
find that the issues presented were entirely frivol ous, despite

the lack of sufficient evidentiary support. Cf. Becknman Instr.,
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Inc., v. LKB Produkter AB, 17 U . S.P.Q 2d (BNA) 1190, 1193-94 (D

Md. 1990) (awardi ng fees where inequitable conduct defense was
basel ess and based on a deliberate m sreadi ng of the patent
docunents) .

The Court will enter judgnent separately.

IT 1S SO ORDERED.

Dat ed: 3/ 24/ 05 /[s/ CLAUDI A W LKEN
CLAUDI A W LKEN
United States District Judge
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